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| SUPREME COURT OF THE UNITED STATES 
: MARK JAcobs v7. JOSEPH BEECHAM 


(31 Supreme Court Rep., 556; 168 O. G., 252 
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lay 15, 1917. 


1. TRADE NAME—SECRET REMEDY 
The owner of a secret remedy, suing for infringement of the trade 


name used thereon, need not prove that the remedy bearing the in- 
fringement is not made according to his formula. 
2. GENERIC TeERM—SEcRET REMEDY 
The name applied to a secret remedy by its manufacturer can not 


become generic, so long as the secret is unknown, because it can desig- 
nate only the one preparation 
[ 3. INFRINGEMENT—DEFENCES—M ISREPRESENTATION, 

The use of the word “patented” in the name of an unpatented secret 
remedy, is not a misrepresentation, but a commonly rcognized use of 
the word. 

The retention of a statement in circulars as to the place of manu- 
facture of the goods, is not a material misrepresentation, although the 
goods are no longer made exclusively at that place. 

Neither is the failure to entirely eliminate therefrom the name of 
plaintiff's predecessor as the maker of the goods. 


\pPpEAL from the United States Circuit Court of Appeals for 


the Second Circuit. 
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lor opinion below, see 159 Fed. Rep., 129; 86 C. C. A., 623. 


Messrs, George Irederick Hurd, Cornelius W. Wickersham 
(by special leave), Max J. Kohler, Moses Weill, and 
Isaac Weill, for appellant. 

Messrs, John L. Wilkie and Charles Il’. Gould, for appellee. 


Mr. Justice Ho_mMes delivered the opinion of the court: 

This is a bill by the owner of a proprietary or patent medicine, 
so called, made according to a secret formula, and known as 
“Peecham’s Pills,” to restrain the defendant from using the same 
name on pills made by him, and trying to appropriate the plain- 
tiff's good will. The plaintiff had a decree in the circuit court, 
enjoining the defendant from using the word “Beecham” in 
connection with pills prepared or sold by him, which decree was 
affirmed by the circuit court of appeals. 159 Fed., 129. 

The present appeal is based on two or three different grounds. 
The first of these is that anyone who honestly can discover the 
formula has a right to use it, to tell the public that he is using 
it, and for that purpose to employ the only words by which 
the formula can be identified to the public mind. As to the 
defendant's having discovered the formula, it is said that if he 
makes a different or inferior article the burden is on the plaintiff 
to prove the fact. As to the method adopted by the defendant 
to advertise his wares, which, apart from other imitations, con- 
sists in simply marking them “Beecham’s Pills,” it is said that 
the proper name can not constitute a trade-mark, and has _ be- 
come the generic designation of the thing. The defendant's 
use of the name is said to be saved from being unfair by the 
statement underneath that he made the pills. 

Corruptio optimi pessima. Sound general propositions thus 
are turned to the support of a conclusion that manifestly should 
not be reached. We will follow and answer the argument in 
the order in which we have stated it. If, in a technical sense, 
the burden of proof is on the plaintiff to prove that the defend- 
ant’s pills are not made by his formula, there is at least a prima 
facie presumption of difference, just as in the case of slander 
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there is a presumption that slanderous words are false. <A 
different rule would prevent the owner of a secret process from 
protecting it except by giving up his secret. Again, when the 
defendant has to justify using the plaintiff's trade-name, the 
burden is on him. Finally, as the case presents what is a fraud 
on its face, it is more likely that the defendant is a modern 
advertiser than that he has discovered the hidden formula of the 
plaintitt’s success. 

\s to the defendant's method of advertising, he does not 
simply say that he has the Beecham formula, as in Sazrlehner v. 
Wagner, 216 U. S., 375, 54 L. Ed., 525, 30 Sup. Ct. Rep., 298, 
but he says that he makes Beecham’s pills. The only sense in 
which ‘“Beecham’s Pills’ can be said to have become a desig- 
nation of the article is that Beecham, so far as appears, is the 
only man who has made it. But there is nothing generic in the 
designation. It is in the highest degree individual, and means 
the producer as much as the product. It has not left the orig- 
inator, to travel with the goods, as in Chadwick v. Covell, 151 
Mass., 190, 195, 6 L. R. A., 839, 21 Am. St. Rep., 442, 23 N. E., 
1008, or come to express character rather than source, as it 
is admitted sometimes may be the case. Holszapfel’s Compo- 
sitions Co. v. Rahtjen’s American Composition Co., 183 U.S., 1, 
10 L. Ed., 49, 22 Sup. Ct. Rep., 6; Goodyear’s India Rubber Glove 
Ufg. Co. v. Goodyear Rubber Co., 128 U. S., 598, 32 L. Ed., 
535, 9 Sup. St. Rep., 166; Thomson v. IVinchester, 19 Pick., 
214, 216, 31 Am. Dec., 135. To call pills Beecham’s pills is to 
call them the plaintiff's pills. The statement that the defend- 
ant makes them does not save the fraud. That is not what 


' . & ; aa ae 

the public would notice or is intended to notice, and, if it did, 
its natural interpretation would be that the defendant had bought 
the original business out and was carrying it on. It would 


be unfair, even if we could assume, as we can not, that the 
defendant uses the plaintiff's formula for his pills. AW/cLean v. 
Fleming, 96 U. S., 245, 252, 24 L. Ed., 828, 831; Millington 
v. Fox, 3 Myl. & C., 338, 352; Gilman v. Hunnewell, 122 Mass., 
139, 148. 


The other grounds of appeal are charges that the plaintiff's 
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boxes have upon them false statements such as to exclude them 
from equitable relief. The one most pressed is that certain 
of the boxes carry the words “Beecham’s Patent Pills,” and 
that the pills are not patented. The answer is that the word does 
not convey the notion that they are. To signify that, the proper 
word is “patented” rather than “patent,’ and it commonly is 
used separately, not prefixed to a noun. On the other hand, 
the use of the word patent to indicate medicines made by secret 
formulas is widespread and well known. It is mentioned in 
the dictionaries, and it occurs in the plaintiff's circulars. We 
think it clear that there is no danger that anyone would be de- 
frauded by the form of the label on the plaintiff's box, and 
that it would be wrong to press Holsapfel’s Compositions Co. 
v. Rahtjen’s American Composition Co., 183 U.S., 1, 46 L. Ed., 
49, 22 Sup. Ct. Rep., 6, so far as to cover this case. 

It is objected further that the plaintiff's boxes are labeled 
“Beecham’s Patent Pills, price 25 cents, sold by the Proprietor, 


St. Helen’s, Lancashire, England or “Beechams Patent 
Pills, St. Helen’s,”’ Lancashire,” or “Beecham’s Pills, Saint 
Helen's,’ and that a circular contains the statement that 
“the pills accompanying this pamphlet are specially packed for 
U. S. America, being covered with a quickly soluble pleasant 
coating,” etc. The statement in the circular is true in a literal 
sense, but suggests the belief that the pills were made in Eng- 
land, whereas in fact they now are made in New York. The 
labels may be said to convey a similar suggestion in a fainter 
form. With this may be mentioned the rema‘ning object of 
cavil, that some of the boxes still bear the name of Thomas 
Beecham, although Thomas Beecham transferred his interest 
to the plaintiff, his son, in 1895. Both of these matters are 
small survivals from a time when they were literally true, and 
are far too insignificant, when taken with the total character of 
the plaintiff's advertising, to leave him a defenseless prey to 
the world. The facts are that the business was started by 
Thomas Beecham, in England, that he made the pills there and 
got a considerable custom in America, that he took the plaintiff 


into partnership, continuing the business under the old name, 
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and that in 1895 he retired, turning over his interest to his son. 


The son went on under the same name for a time, but his boxes 


rats Hs 


now bear his own name as proprietor, and his circulars show 
that he is his father’s successor. About 1890 they began to 


make the pills in New York as well as in England, but, as has 


wads 


been seen, not every phrase in the advertisements was _ nicely 
readjusted to the change. That is all there is in the whole 
subject of complaint. There is not the slightest ground for 
charging the plaintiff with an attempt to defraud the public 


al Sea 8 


by these statements, or any reason why the judgment below 
should not be affirmed, unless it be in a motion for the plaintiff 
to dismiss. This was met by the fact that the bill seemingly 


; relied upon the registration of the words “Beecham’s Pills” as 

i a trade-mark under the act of Congress as one ground for the 

4 jurisdiction of the circuit court. [Varner v. Searle & H. Co., 
igi U. S.. 195, 205, 206, 48 L. Ed., 145, 147, 148, 24 Sup. Ct. 
Rep., 79; Standard Paint Co. v. Trinidad Asphalt Mfg. Co., 
\pril ro, 1911, 220 U. S., 446, ante, 456, 31 Sup. Ct. Rep., 456. 

Decree affirmed. 
‘ UNITED STATES CIRCUIT COURT OF APPEALS 
: yxiE Corron Fevr Marrress Co., et al. v. Stearns & 


Foster Co. 
185 Fed. Rep., 431.) 
Seventh Circuit, January 10, 1911. 


PLURALITY OF MARKS—DIFFERENT GRADES. 

The maker of a line of goods in several grades, who uses a sep- 
arate mark for each grade can assert an exclusive right in each of 
such marks. The fact that they incidentally designate the different 
grades or qualities of the goods does not prevent them from indicat- 
ing origin or from being properly trade-marks. 


\PPEAL from an order of the Circuit Court of the United 


States for the Eastern Division of the Northern District of 
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Illinois, in equity, granting a preliminary injunction to enjoin 
the appellants from using the words “Lenox,” “Windsor” or 
“Anchor” as trade-marks for mattresses. 


Frank F. Reed, Hamilton Moses, Fred A. Bangs, and Edward 
S. Rogers, for appellants. 
Edward Rector and Alfred M. Allen, for appellee. 


Before Grosscup, BAKER and SEAMAN, Circuit Judges. 


Grosscup, Circuit Judge—The appellee is an Ohio corpora- 
tion, and the appellants are corporations under the laws of 
Ilinois. The bill, and the amended bill, are to restrain the 
infringement of trade-names and unfair competition in trade. 

Appellee, beginning as a copartnership in 1848, and incor- 
porating in 1883, has, from the beginning of its business, been 
engaged in the manufacture of cotton batting and wadding, and 
for ten years before the filing of the bill was extensively engaged 
in the manufacture and sale of cotton felt mattresses for beds. 
Qn these mattresses—affixing the names to different grades— 
the trade-marks “Lenox,” ‘Windsor’ and “Anchor” were 
adopted, the mattresses under these names having been exten- 
sively advertised to the public. More than 150,000 of these mat- 
tresses were sold each year at the time of the filing of the bill. 

The appellant, the Dixie Cotton Felt Mattress Company, was 
organized in 1907 with a capital stock of $2,500, since which 
time it has been engaged in the manufacture of mattresses at 
Chicago, in competition with appellee in the Chicago trade. The 
record shows that this appellant was entirely familiar with 
appellee’s business, as also its mattresses and trade-marks. In- 
deed, samples of appellee's mattresses were brought to the plant 
of the Dixie Cotton Felt Mattress Company and cut open and 
examined, for the purpose of finding out the, quality of its cot- 
ton and the character of its work, in order that the Dixie 
Company might make up similar mattresses to sell in compe- 
tition. 

The appellant, the Boston Store of Chicago, until a short 
time prior to the filing of the bill, was a customer of appellee, 


Seer 


nay 
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selling appellee's mattresses bearing their trade names, and _ re- 


Cia 


: mained such customer until about October, 1g09, when entering 
| into an arrangement with the Dixie Company, it put 200 mat- 
4 tresses of the Dixie Company on sale in its store, bearing ap- 
pellee’s trade names. \ccompanying this consignment of 
' mattresses, were some small model mattresses, having their 
; ends cut off to expose the cotton, which was branded with 
} appellees trade names the cotton in these models being of a 
‘ high grade and comparing with the cotton, respectively, in ap- 
vellee’s mattresses, but the cotton in the mattresses being of a 
w grade, and greatly inferior to either appellee’s mattresses 
or appellant’s models. 
While there is no athrmative evidence of any misrepresenta- 
. ion upon the part of appellants, or either of them, respecting 
| these mattresses being appellee's goods, unquestionably the pur 
pose of appellants, both by use of the models and of appellee's 
| a trade names, was to create such an appearance, that persons 
li | 


‘quainted with appellee’s mattresses would believe that the 


aoa 


nattresses they were obtaining at the Boston Store, at reduced 


ideas? 


ices, were the same mattresses that appellee had been manu- 
‘turing and selling. There could have been no other motive 
ise Of these names, and the construction and arrange- 


these models. 


CAR Litem ase 


\ppellants contend, however, that whether this bill be one of 
es intringement of trade names, or unfair competition, it can not 
Fa unta-ned unless it be shown that the trade names used 
e intended to and did indicate the origin and ownership of 
i the product. In this we concur. But appellants contend fur 


her, that the trade names involved were intended to be used 
mly. and did indicate only, the quality or grade of the goods, 
a trader can lawfully have but a single trade-mark 
of the same kind. In neither of these propositions 


ne of fact and the other of law—do we concur. The fact 


ote rel T Rt cali be 
J 
/ 


ie that three names were used is of no significance, either in de- 


rmining the fact or the law—-each name being attached to a 


fferent character of mattress. If appellee, manufacturing but 


ress, had applied the trade name “Lenox” to its mattress, 
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and some one else, manufacturing but one mattress of a different 
grade, had used the trade-name “Windsor,” and still some other 
person, manufacturing but one mattress of a still different grade, 
had used the trade-name ‘Anchor,’ each bringing to the atten- 
tion of the Court below substantially the same evidence as 1s 
found in this record, to support the contention that the names, 
respectively, were intended to be used and were used to indi- 
cate origin and ownership, the Court below, in our opinion, 
on the evidence offered, would have had sufficient evidence to 
support, in each instance, an interlocutory decree like the one 
] 


entered, Now, suppose that instead of this evidence being 


introduced by the three manufacturers independently, it had 
been shown that appellee, at some time or other, purchased the 
other two manufacturers’ factories, with their good will and 
trade names, and had continued the business, could not appellee 
have asked for and obtained the same equitable protection that, 
under the other circumstances, the three manufacturers individ- 
ually could have asked for and obtained? We see no reason 
why, either in the law as laid down, or in any commercial con 
siderations applying to this case, appellee’s standing equitably 
should be different. We see no reason why, to the extent that 
appellee has gone in this case, a single manufacturer may not 
obtain trade names indicating origin and ownership at the same 
time that they indicate the different kinds of mattresses put upon 
the market. And the evidence satisfies us that, in addition to 
the indication of grade, appellee intended these names to indi- 
cate origin and ownership. Indeed, origin and ownership was 
the main consideration, it seems to us, in the mind of appellee. 


* * 


The decree appealed from is affirmed. 


| The omitted portion of this opinion has to do with the right of the 
plaintiff, a foreign corporation, to sue under the laws of the state of 
Hlinois. It has no bearing on the trade-mark questions involved.) 
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Joun T. Dyer Quarry Co, v. SCHUYLKILL Stone Co. 


( 85 Fed Rep., 557.) 


District of New Jersey, March 6, 1911 


OGRAPHICAL TERMS 

\ merely geographical term can not be the subject of exclusive ap- 
yropriation as a trade-mark. The cases on the right to use geographical 
terms cited and reviewed 

GEOGRAPHICAL AND DescripTivE Mark. 

The name “Birdsboro Trap Rock” is a combination of a _ geo- 
graphical with a descriptive term, and as such not a valid trade-mark. 
INFRINGEMENT. 

The variation “Birdsboro Trappe Rock,” if it is to be regarded 


1 


arbitrary and a valid trade-mark, is not infringed by the descrip- 
use of the term “Birdsboro Trap Rock.” 
AIk COMPETITION—SECONDARY MEANING 


The fact that a geographical or descriptive term has acquired a 
econdary meaning, as indicating the goods of a particular manufac- 


gives the latter no exclusive right to the use of the term, but 
right to prevent its use in a manner calculated to mislead the 


is to the origin of the goods 
Equitv. On final hearing. 
Ponsall Taylor, 1. 5 VW. Childs and Cyrus AJ. Anderson, 
for complainant. 
mk P. Prichard, for defendant. 
wWEORD, District Judge—The John T. Dyer Quarry Com 
‘orporation of Pennsylvania, has filed a bill in equity 


“14 
I 


-t the Schuylkill Stone Company, a corporation of New 


alleging trade-mark infringement and unfair competition 


rade. and praying for an injunction and an account. It 


rs from the record that in 1893 John T. Dyer estab 
stone quarry outside but within a mile of Birds 


ferks County, Pennsylvania, and there carried on the 


ness of quarrving and crushing stone and_= selling the 
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same. He continued to conduct this business until Decem- 
ber, 1895, when it was transferred to The John T. Dyer 
Company, which thereafter carried it on uatil December, 1900, 
when it was re-transferred to Dyer who thereupon transferred 
the same to the complainant, which has carried on the business 
since that time. The stone quarried, crushed and sold by the 
complainant is of igneous origin, commonly known as trap rock, 
and obtained from a dike of several miles in extent. It is 
largely used for macadamizing roads and paths. The first 
quarry opened in the above mentioned trap-dike was that of 
Dyer, and for some time, though the evidence does not clearly 
disclose how long, the stone there quarried was designated as 
“Birdsboro Trap Rock” by affixing to the cars carrying the same 
labels bearing those words. Later the words “Birdsboro Trappe 
Rock” were so used by Dyer and his successors in business 


including the complainant, until 1907, when the carrying com- 


~ 


1 


panies objected to and prevented the further use of such labels 
on their cars. The complainant applied in June, 1907, to the 
United States patent office for the registration of the words 
“Birdsboro Trappe Rock” as a trade-mark for quarried stone. 
The application was granted and those words were registered 
September 10, 1907, as a trade-mark of the complainant for 
such stone. In the summer of 1908 the defendant opened a 
quarry in the above mentioned trap-dike and since then has 
carried on the business of quarrying, crushing and selling trap 
rock. The crushed stone is sold by it, not as “Birdsboro Trappe 
Rock,” but as “Birdsboro Trap Rock.” The complainant con- 
tends that its exclusive rights as a trade-mark owner have been 
infringed by the defendant through such use of the words 
“Birdsboro Trap Rock,” and further, that the defendant has 
by its use of those words been guilty of unfair competition in 
trade. The branch of the case relating to alleged trade-mark 
infringement will first be considered. It is not altogether clear 
from the pleadings whether, aside from alleged unfair competi- 
tion in trade, the complainant bases its claim to relief wholly 
upon rights asserted under the words “Birdsboro Trappe Rock” 


as a registered trade-mark or upon rights under not only those 
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words but the words “Birdsboro Trap Rock” as a common law 
trade-mark. While the bill gives prominence to the registered 
trade-mark and does not directly allege that the words “birds- 
boro Trap Rock” had ever been adopted or appropriated by the 
complainant, or any of its predecessors in the business of quar- 
rying stone from the Birdsboro trap-dike, it is averred in para- 
graph XII that those words as applied to stone quarried and 
sold by it are its “exclusive property,” and the injunctive praver 
of the bill is not expressly and specifically limited to infringe- 
ment of the registered mark, but is to the effect that the de- 
fendant be compelled to desist from “infringing your orator’s 
exclusive trade-mark rights.” Further, there are diversity of 
citizenship between the parties and a prayer that the defendant 
be decreed to pay to the complainant $10,000 damages. I[lence 
the jurisdictional requisites for a suit for infringement of an 
unregistered common law trade-mark are satisfied. .\side from 
any question whether the words used respectively by the com 
plainant and defendant have been so “applied” or “affixed” as 
to render infringement legally possible, it is evident that the 
defendant can not be held liable in this suit as an infringer 
unless the complainant had a valid common law trade-mark 
consisting of the words “Birdsboro Trap Rock” and an exclu- 
sive right to use those words in connection with stone quarried 
from the dike in question, or a valid registered trade-mark 
consisting of the words “Birdsboro Trappe Rock,” and a right 
to prevent the defendant from or hold it liable for using the 
words “Birdsboro Trap Rock” as only colorably different from 
such registered trade-mark. Even on the assumption that, so 
far as trade-mark infringement is concerned, the complainant 
is confined by the pleadings to the assertion of whatever rights 
it may have under the registered mark, it is necessary to deter- 
mine whether the words “Birdsboro Trap Rock” were subject 
to valid appropriation as a common law trade-mark for stone 
quarried by the complainant or its predecessors from the Birds- 
boro dike. For if those words were not so subject to appro- 
priation, it will be found difficult, if not impossible, to recognize 
any right on the part of the complainant, through the mere 
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substitution by its predecessors of the word “Trappe” for 
“Trap,” either with or without registration, to exclude the de- 
fendant from using precisely the words which were not suscep- 
tible of exclusive appropriation. On the above assumption 1f 
the words “Birdsboro Trappe Rock” can be sustained as a valid 
registered or common law trade-mark the distinction between 
‘Trappe’ and “Trap” would be substantial and vital, and as 
the defendant has not used the word “Trappe” it could not, 
as hereafter will more fully appear, be held as a trade-mark 
infringer through its use of the word “Trap,” whatever signifi- 
cance such use, coupled with other circumstances, might have 
on the question of unfair competition in trade. I am satisfied 
that on the evidence neither the complainant nor its predecessors 
had or could have had a right to an exclusive use of the words 
“Birdsboro Trap Rock” as a common law trade-mark in con 
nection with stone quarried by it or them as above stated. Trap 


or trap rock has for many years and long before Dyer opened 
us quarry in 1893 been known to the public by that name, and 
its nature and uses thoroughly understood. Of towns of an 
considerable importance Birdsboro is nearest to the quarry of 
the complainant; and the words “Birdsboro Trap Rock” wer 
appropriately employed to designate trap quarried from the dke 
in question; the geographical name indicating the locality of the 
dike and the other words, geological and generic in their nature, 
denoting a natural product. That these words, originally sought 


to be appropriated by Dyer in connection with the quarrying, 


crushing and selling of trap rock, wer;re, and were inten led to 


be, a purely descriptive geological term coupled with a purely 


geographical term indicating the locality where the rock was 


found there can be no doubt. Johnson, the general superin 
tendent of Dyer’s quarries at and after the time they were opened, | 
testified : 
“XQ. 42. You say that after you discovered the quarry you and Mr. 
Dver named it? A. Yes, sir. XQ. 43. How did you come to name 
it ‘Birdsboro, had you ever heard of Birdsboro before? A. Did we ever 
hear of it? XQ. 44. Yes. A. I should think I did. ; = Be: a. 


You say that you had heard the word Birdsboro before. Where had 
vou heard it? A. Passing through it, and knew the name of the tow! 
n Pennsylvania. XQ. 48. How did you come to name these quarries 


ee ne 


oA me. 


— 


—-- 
et allie PDP tee Seg... anata 3 IEA aN ate CLE B 
























UNITED STATES CIRCUIT COURT 


Birdsboro quarries? A. Well, the ridge ran right from Birdsboro to the 
quarries. XQ. 49. You wanted to indicate the place where the stone 
came from? A. Yes, sir.” 


In selling the stone as “Lirdsboro Trap Rock” the words 
employed were not arbitrary or symbolical, but descriptive of 
the thing sold, pointing to its quality as dependent on locality, 
and containing a geographical designation of such locality, in 
the sense of referring, not exclusively to the precise point or 
points in the trap-dike from which the stone was then being 
quarried and sold, but generally to the dike from a portion of 
which stone was then being taken. 

The use of the words “Birdsboro Trap Rock” in connection 
with stone quarried by Dyer and his successors from the dike 
was not only natural, but most appropriate, as giving the com- 
mon and well understood name of the rock, indicating to the 
public in an intelligible manner its location, and pointing to 
its quality as dependent upon or determined by locality. For 
it not only appears from the evidence but is a well-known fact 
of which the court in the absence of evidence on the point 
probably would take notice, that the quality and value of trap 
rock vary with the different dikes from which it is taken. nd 
it is quite usual that the name of a town, river, valley or other 
physical feature, natural or artificial, is given to rock contained 
in or quarried from beds or deposits, whether within or con- 
tiguous to or only in the vicinity of such town, river, valley or 
physical feature. Carrara marble, Carthage marble, Cripple 
Creek rock, Barre granite, Marysville stone, Bergen Hill trap 
rock, Marietta sandstone, and Spring Mill stone, not to mention 
other instances disclosed in the evidence, sufficiently serve as 
illustrations. Dyer and his successors in business including the 
complainant recognized in a practical way this common usage 
in the wording of their letter heads and advertising matter. Thus 
the following appears at the head of a letter written by Dyer 
in 1895: 


“Howellville Blue Stone, Howellville, Chester Co., Pa. Birdsboro Trap 
Rock, Birdsboro, Berks Co., Pa. John T. Dyer, General Contractor. 
Crushed and Building Stone. Norristown, Pa.” 
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\nd on the face of a business card of the complainant used 
in 1907 the following is found: 


“The John T. Dyer Quarry Co., Norristown, Pa. Shippers of Crushed 
and Building Stone for Macadam, Concrete, Ballast, Foundations, &c. 


Birdsboro Trap Rock. Howellville Blue Stone. Pennypack Trap 
Rock Spring Mill Stone. Locksley Stone.” 


When or shortly after Dyer opened his quarry in 1894 there 
was within less than a mile from it a small railroad station 
called Hampton. This station was subsequently moved up near 
the quarry and its name changed to Trap Rock. About it sprang 
up a little settlement bearing the same name and inhabited by 
Italian laborers whose number has never equalled two hundred. 
Had Dyer omitted “Birdsboro” from “Birdsboro Trap Rock” 
and substituted for it either “Hampton” or “Trap Rock” few 
would have known, and no one, if “Trap Rock” only had been 
substituted, could have inferred from the name itself, where 
the stone was procured. The complainant contends that ‘the 
scientific geological name for the dike on which complainant's 
quarries are located is ‘Flying Hill Dike.” The evidence does 
not sustain this contention; but were it otherwise it would be 
immaterial. In adopting an appropriate geographical name for 
a locality where it 1s proposed to carry on the process of manu 
facture or production one is not so much concerned with the 
“scientific geological” name of the locality as with a designation 
which will serve to identify the place in the mind of the public gen 
erally. But by using the name of a town of importance in the 
near neighborhood of the quarry, sufficient notice was given to 
those dealing or proposing to deal with Dyer or his successors 
of the locality from which the stone was obtained. 

It is a general rule that merely geographical, generic or de 
scriptive terms can not validly be appropriated as trade-marks 
proper or technical trade-marks. In Canal Co. v. Clark, 13 Wall. 
git, 20 L. Ed., 581, in which it was held that the words “Lacka- 
wanna coal” could not be appropriated by one person to the 
exclusion of others mining and selling coal from the Lackawanna 
Valley, the court said: 
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“No one can claim protection for the exclusive use of a trade-mark or 
trade-name which would practically give him a monopoly in the sale of 
any goods other than those produced or made by himself. If he could, the 
public would be injured rather than protected, for competition would 
be destroyed. Nor can a generic name, or a name merely descriptive of 
an article of trade, of its qualities, ingredients, or characteristics, be 
employed as a trade-mark and the exclusive use of it be entitled to legal 
protection. * * * And it is obvious that the same reasons which 
forbid the exclusive appropriation of generic names or of those merely 
descriptive of the article manufactured and which can be employed with 
truth by other manufacturers, apply with equal force to the appropria- 
tion of geographical names, designating districts of country. Their nature 
is such that they can not point to the origin (personal origin) or owner- 
ship of the articles of trade to which they may be applied. They point 
only at the place of production, not to the producer, and could they be 
appropriated exclusively, the appropriation would result in mischievous 
monopolies. * * * It must then be considered as sound doctrine 
that no one can apply the name of a district of country to a well-known 
article of commerce, and obtain thereby such an exclusive right to the 
application as to prevent others inhabiting the district or dealing in 
similar articles coming from the district, from truthfully using the same 
designation. * * * True it may be that the use by a second producer, in 
describing truthfully his product, of a name or a combination of words 
already in use by another, may have the effect of causing the public to 
mistake as to the origin or ownershhip of the product, but if it is just 
as true in its application to his goods as it is to those of another who 
first applied it, and who therefore claims an exclusive right to use it, 
there is no legal or moral wrong done. Purchasers may be mistaken, 
but they are not deceived by false representations, and equity will not 
enjoin against telling the truth.” 


And in Brown Chemical Co. v. Meyer, 139 U. 5., 540. 11 Sup. 
Ct., 625, 35 L. Ed., 247, the court said: 


“The general proposition is well established that words which are merely 
descriptive of the character, qualities or composition of an article, or of the 
place where it is manufactured or produced, can not be monopolized as a 
trade-mark.” 


The words “Birdsboro Trap Rock,” as already stated, had ap- 
propriate application to all of the rock contained in the dike 
in question. The law did not allow Dyer or his successors by mere 
adoption and application to acquire a monopoly in the use of 
language properly applicable to any and all stone quarried within 
the geographical limits of the Birdsboro trap-dike. Neither Dyer 
nor his successors owned or leased the entire dike. No reason 
is perceived why other persons quarrying, crushing and _ selling 
the stone from the same dike should not, in the absence of fraud 
or unfair competition in trade, be permitted to use in connection 
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with the business carried on by them, the words peculiarly ap- 
propriate to the stone in that dike by whomsoever quarried. 
Especially is this true in view of the fact that, unlike manufac- 
tured articles dependent for their excellence upon care and skill 
observed in their production, the quality of trap rock, like many 
other’ natural products, vegetable and mineral, largely depends 
upon the locality where found. No one can by the adoption 
of a purely descriptive name or a geographical name which car- 
ries with it the nature or quality of a natural product there 
yielded, exclude others from truthfully describing or employing 
terms indicative of such nature or quality. 

Where, however, in the course of ‘time and from the manner 
in which they have been employed, terms originally merely geo 
graphical or descriptive of the place where an article has been 
manufactured, produced or sold, have acquired a secondary 
meaning from their association in the mind of the purchasing 
public with a particular manufacturer, producer, or vendor, or 
with superior quality or excellence in the articles, to which such 
terms have been applied, resulting from care or skill observed 
in their manufacture, production or selection, the use of such 
terms, without explanation or distinctive marks, by third per- 
sons in connection with similar articles of their own, frequently 
has been restrained as amounting to unfair competition in trade. 
The name “Birdsboro Trap Rock” may have become associated 
in a limited sense with Dyer and have gained a secondary mean- 
ing pointing to the quarrying of that rock by him before the 
defendant opened its quarries. It is but natural that such should 
have been the case; for no one other than Dyer quarried from 
the Birdsboro trap-dike until the defendant commenced opera- 
tions. But, unless possibly under exceptional circumstances not 
existing in this case, the acquisition by a mere geographical term 
of a secondary signification pointing to particular origin or own- 
ership can not convert that term into a technical or proper trade- 
mark. It can not serve to exclude third persons from truthfully 
and fairly employing the same term in connection with similar 
articles manufactured, produced or sold by them. When such 
secondary meaning has been acquired the question becomes one, 


\— 























OO ee 


ii i te ee 


a tS i 











UNITED STATES CIRCUIT COURT ai 


/ 


not of infringement of a trade-mark proper, but of unfair com- 
petition in trade. Much confusion on this point in the language 
cf the cases is attributable to failure clearly to distinguish be- 
tween the infringement of a trade-mark proper, which, as a 
violation of an exclusive right of property, need not invclve 
fraud or wrongful intent, and such wrongful and fraudulent 
simulation of mere trade-names, description, dress or package 
as under the circumstances of a given case amounts only to 
unfair competition in trade in contradistinction to trade-mark 
infringement. It is further attributable to the fact that many of 
such cases were decided while the distinctive doctrine of unfair 
competition in trade was comparatively in its infancy, and long 
before it attained its persent high development, and when relief 
against unfair practices by competitors in trade largely depended 
upon the enforcement of the exclusive rights exist-ng under 
trade-marks proper. The manner in which such trade-marks 
and mere non-exclusive trade-names or other designations have 
so often been loosely and unnecessarily treated or referred to as 
convertible terms has been calculated to mislead and been prop- 
erly criticized by the text writers. Browne on Trade-Marks, § 91 
et seq.; Paul on Trade-Marks, § 160. It is now, however, a 
generally recognized fact that, while the law of trade-marks is 
but a branch of the larger subject of unfair competition in trade, 
there is an important distinction between the two when viewed 
in contradistinction to each other, namely, that the owner of a 
trade-mark in its legal sense has an exclusive right of property 
in it for the protection of the public and himself, but that a 
person engaged in business and not having a trade-mark proper 
has a right in equity to be protected against fraudulent and 
wrongful attempts by others to filch away his business and de- 
ceive the public by palming off their property as his, whether 
those attempts are made through the use of geographical words 
or other non-exclusive terms. In Shaver v. Heller & Merz Co., 
108 Fed., 821, 48 C. C. A., 48, Judge Sanborn well said: 





“The contention of counsel for the appellants here is a confusion of the 
bases of two classes of suits—those for infringement of trade-marks, and 
those for unfair competition in trade. Suits of the former class rest on the 
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ownership of the trade-marks. Suits of the latter class are founded upon 
the damage to the trade of the complainants by the fraudulent passing of 
the goods of one manufacturer for those of another. In the former, title 
to the trade-marks is indispensable to a good cause of action; in the 
latter, no proprietary interest in the words, names, or means by which the 
fraud is perpetrated is requisite to maintain a suit to enjoin it. * * * 
Geographical terms and words descriptive of the character, quality, or 
places of manufacture or of sale of articles can not be monopolized as 
trade-marks. * * * But the use of such geographical or descriptive 
terms to palm off the goods of one manufacturer or vendor as those 
of another, and to carry on unfair competition, may be lawfully enjoined 
by a court of equity to the same extent as the use of any other terms 
or symbols.” 


In Elgin Nat. latch Co. v. Illinois Watch Co., 179 U. S., 695, 
21 Sup. Ct., 270, 45 L. Ed., 365, the court not only clearly recog- 
nized the distinction between the infringement of trade-marks 
proper and unfair competition in trade, but decided that the 
attaching to a geographical term of a secondary signification 
pointing to origin, manufacture or ownership, would not convert 
such term into a trade-mark. There the court had under con- 
sideration the trade-mark registration act of March 3. 1881 (21 
Stat., 502, c. 138 [U. S. Comp. St. 1901, p. 3401] ). which did 
not define trade-marks, but, assuming their existence and own- 
ership, provided for their registration for use in commerce with 
foreign nations or with the Indian tribes, and conferred juris- 
diction upon the courts of the United States to enjoin or award 
damages for the infringement of trade-marks as so used and 
reg stered, regardless of the amount in controversy or the citizen- 
ship of the parties. As all the parties were citizens of the same 
state, the case turned on the question of jurisdiction, which did 
not exist unless “Elgin,” the name of a city in Illinois, was a 
valid trade-mark as applied to watches there manufactured. The 
court said: 


“Trade-marks are not defined by the act, which assumes their existence 
and ownership, and provides for a verified declaration by applicants for 
registration that they have the exclusive right to the particular trade- 
mark sought to be registered. The term has been in use from a very 
varly date, and, generally speaking, means a distinctive mark of authen- 
ticity, through which the products of particular manufacturers or the 
vendible commodities of particular merchants may be distinguished from 
those of others. It may consist in any symbol or in.any form of words, 
but as its office is to point out distinctively the origin or ownership of the 
articles to which it is affixed it follows that no sign or form of words 
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can be appropriated as a valid trade-mark, which from the nature of the 
fact conveyed by its primary meaning, others may employ with equal 
truth and with equal right, for the same purpose. And the general rule 
is thoroughly established that words that do not in and of themselves 
indicate anything in the nature of origin, manufacture or ownership, but 
are merely descriptive of the place where an article is manufactured or 
produced, can not be monopolized as a trade-mark. * * * But it is 
comtanded that the name ‘Elgin’ had acquired a secondary signification in 
connection with its use by appellant, and should not, for that reason, be 
considered or treated as merely a geographical name. It is undoubtedly 
true that where such a secondary signification has been acquired, its use 
in that sense will be protected by restraining the use of the word by others 
in such a way as to amount to a fraud on the public, and on those to 
whose employment of it the special meaning has become attached. In 
other words, the manufacturer of particular goods is entitled to the 
reputation they have acquired, and the public is entitled to the means of 
distinguishing between those, and other goods; and protection is ac- 
corded against unfair dealing, whether there be a technical trade-mark 
or not. The essence of the wrong consists in the sale of the goods 
of one manufacturer or vendor for those of another. If a plaintiff has 
the absolute right to the use of a particular word or words as a trade- 
mark, then if an infringement is shown the wrongful or fraudulent 
intent is presumed, and although allowed to be rebutted in exemption 
of damages, the further violation of the right of property will neverthe- 
less be restrained. But where an alleged trade-mark is not in itself a 
good trade-mark, yet the use of the word has come to denote the par- 
ticular manufacturer or vendor, relief against unfair competition or 
perfidious dealing will be awarded by requiring the use of the word by 
another to be confined to its primary sense by such limitations as will 
prevent misapprehension on the question of origin. In the latter class 
of cases such circumstances must be made out as will show wrongful 
intent in fact, or justify that inference from the inevitable consequences 
of the act complained of. * * * These and like cases do not sustain 
the proposition that words which in their primary signification give 
notice of a general fact, and may be used for that purpose by every one, 
can lawfully be withdrawn from common use in that sense, but they 
illustrate the adequacy of the protection from imposition and fraud 
in respect of a secondary signification afforded by the courts. In the in- 
stance of a lawfully registered trade-mark, the fact of its use by another 
creates a cause of action. In the instance of the use in bad faith of a 
sign not in itself susceptible of being a valid trade-mark but so em- 
ployed as to have acquired a secondary meaning, the whole matter lies 
in pais. It is to be observed, however, that the question we are con- 
sidering is not whether this record makes out a case of false represen- 
tation, or perfidious dealing or unfair competition, but whether appellant 
had the exclusive right to use the word ‘Elgin’ as against all the world. 
Was it a lawfully registered trade-mark? If the absolute right to the 
word as a trade-mark belonged to appellant, then the circuit court had 
jurisdiction under the statute to award relief for infringement; but 
if it were not a lawfully registered trade-mark, then the circuit court 
of appeals correctly held that jurisdiction could not be maintained. 
\nd since while the secondary signification attributed to its use of the 
word might entitle appellant to relief, the fact that primarily it simply 
described the place of manufacture, and that appellees had the right 
to use it in that sense, though not the right to use it, without explana- 
tion or qualification, if such use would be an instrument of fraud, we 
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74 
are of opinion that the general rule applied, and that this geographical 
name could not be employed as a trade-mark and its exclusive use 
vested in appellant, and that it was not properly entitled to be registered 
as such.” 

It does not appear that the doctrine of the Elgin case has been 
repudiated, qualified or criticized in any subsequent decision. On 
the contrary, it has been cited both by the Supreme Court and 
by other tribunals with approval. In that case the court dealt 
with the nature and characteristics of trade-marks proper or 
technical trade-marks as contrasted with unfair competition in 
trade growing out of the fraudulent use of mere geographical 
names clothed with a secondary meaning pointing to origin, manu- 
facture or ownership, and held that such names could not be 
registered under the act of March 3, 1881, for the reason that 
they were not proper trade-marks, not being words susceptible 
of exclusive appropriation as against all persons other than the 
appropriator. The court said: 


“The benefits of the act can not be availed of if the alleged trade-mark 
is not susceptible of exclusive ownership as such.” 


And further: 


“The question we are considering is * * * whether appellant had 
the exclusive right to use the word ‘Elgin’ against all the world. Was 
it a lawfully registered trade-mark?” 


There was a clear legislative intent that the provisions of the 
act should be applicable to all trade-marks used in commerce 
with foreign nations or with the Indian tribes; for in the first 
section it was declared generally and without qualification or 
restriction that “owners of trade-marks” so employed might 
obtain registration of the same by complying with the require- 
ments therein specified. And there was an equally clear legis- 
lative recognition of the exclusive nature of trade-marks proper ; 
for in the seventh section it was provided that “any person” who 
should “reproduce, counterfeit, copy or colorably imitate any 
trade-mark registered under this act and affix the same to mer- 
chandise of substantially the same descriptive properties as those 
described in the registration, shall be liable,” ete. Further, in 


the second section it was provided that in order to create any 
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right in the applicant for registration the application should be 
accompanied by a verified written declaration to the effect that 
the applicant “has at the time a right to the use of the trade- 
mark sought to be registered, and that no other person, firm, or 
corporation has the right to such use, either in the identical 
form or in any such near resemblance thereto as might be cal- 
culated to deceive.” The Elgin case was not decided on any 
theory that the act of Congress there considered made essential, 
for the purposes of registration, the existence of any exclusive 
right in the owner of trade-marks, not requisite in the case of 
unregistered trade-marks proper used in foreign or Indian com- 
merce, or on any theory that, aside from any question of regis- 
tration, the essential nature and qualities of a trade-mark proper 
as used in such commerce are different from those of a trade- 
mark proper not so employed. The Supreme Court distinctly 
declared with respect to trade-marks generally that “no sign or 
form of words can be appropriated as a valid trade-mark, which 
from the nature of the fact conveyed by its primary meaning, 
others may employ with equal truth, and with equal right for the 
same purpose,’ and further, that “trade-marks are not detined 
by the act, which assumes their existence, and ownership, and 
provides for a verified declaration by applicants for registration 
that they have the exclusive right to the particular trade-mark 
sought to be registered.” The Elgin case thus fully supports 
the propositions that the owner of a trade-mark proper has an 
exclusive right good “‘as against all the world” to its use in con- 
nection with articles for which it was appropriated and to which 
it has been applied, and that a mark under which no such exclu- 
sive right can exist in the owner or appropriator can not con- 
stitute a trade-mark proper. The decision, as does the act taken 
as a whole, excludes all idea of a proper or technical trade-mark 
good as against some but not all persons. To assume that a 
purely geographical name may through any secondary meaning 
acquired by it pointing to origin, manufacture, or ownership, be- 
come a strict trade-mark as against one or more persons or classes 
of persons, and not a technical trade-mark as to others, involves 


in my judgment an absurdity. That exclusiveness of right in 
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a trade-mark, whether registered or unregistered, may be limited 
by matter in pais as against some persons and not against others 
seems an utterly unsound proposition, due regard being had to 
the distinction between a trade-mark in its proper legal sense 
as property. and a mere non-exclusive trade-name or designation, 
the use of which can only be enjoined to prevent unfair com- 
petition in trade. If the proposition were tenable a wide door 
to uncertainty and confusion would be open on the question how 
far and against whom in a given case the trade-mark must be 
considered exclusive, the decision of the point turning on the 
special circumstances. A purely geographical name having an 
acquired secondary signification pointing to particular origin, 
manufacture or ownership, and first appropriated and applied 
by one to articles produced, manufactured or sold by him, is 
either a trade-mark in the proper legal sense of the term or it 
is not. If it be such trade-mark, its owner not only may use it 
in his business but by virtue of its first appropriation and ap- 
plication by him has as his property a right to prevent all or any 
other persons from using it whether innocently or fraudulently, 
in connection with the sale of articles similar to those to which it 
has been applied by him. And if it be not a trade-mark proper, 
one who has first appropriated such geographical name and ap- 
plied it may under certain circumstances have a right to exclude 
its use in connection with similar articles by persons whose place 
of business may or may not bear a certain relation to the terri- 
torial limits of the locality to which such geographical name is 
properly applicable ; but his right to prevent such use of the name 
by others, either absolutely or unless the same be accompanied 
with explanatory matter calculated to prevent deception or con- 


fusion, does not grow out of or rest upon any right of property 


in the name, but exists in equity for the prevention of unfair 
competition in trade. 

Undoubtedly isolated expressions are to be found in some cases 
which, if viewed aside from the facts involved and points de- 
cided and other language employed, seem at variance with the 
conclusion thus far reached. Thus in Newman vy. Alvord, 51 
N. Y., 189, 10 Am. Rep., 588, it was said: 
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“It is objected that the plaintiffs could not adopt the name of a place 
as a trade-mark. * * * I can perceive no reason why it may not 
be the name of a place. * * * It is sometimes said, in the cases to 
which our attention has been called, that the claimant of a trade-mark 
must have the exclusive right to it. This form of expression, I appre- 
hend, is not strictly accurate. The right must be exclusive as against 
the defendant. It is generally sufficient, in such cases, if the plaintiff 
has the right and the defendant has not the right to use it.” 

1») : 7 - = = 2 * - Pe 2 

But it is clear that in using the term “trade-mark” in the above 
quoted language the court did not refer to a proper or technical 
trade-mark. Newman vy. Alvord involved unfair competition in 
trade and was properly decided on that ground. The reasons 
given for restraining the use of the word “Akron” were that 
‘the defendants not only used the word Akron, as applied to their 
cement, for a fraudulent and dishonest purpose, but there is the 
additional element that they could not truthfully use it.” Further, 
the court in support of its holding quoted the following passage 
from the opinion of Lord Justice Gifford in Lee v. Haley, L. R. 
5 C. App. Cas., 155: 


“I quite agree that they [the plaintiffs] have no property in the name, 
but the principle upon which the cases on this subject proceed is, not that 
there is property in the word, but that it is a fraud on a person who 
has established a trade, and carries it on under a given name, that some 
other person should assume the same name, or the same name with a 
slight alteration, in such a way as to induce persons to deal with him 
in the belief that they are dealing with the person who has given a 
reputation to the name.” 


In questioning the accuracy of the statement that “the claim- 
ant of a trade-mark must have the exclusive right to it,’ saying 
that “the rgzht must be exclusive as against the defendant,” it 
being “generally sufficient, in such cases, if the plaintiff has the 
right and the defendant has not the right to use it,” the court 
in Newman vy. Alvord manifestly had in mind the right of the 
appropriator ot a geographical name to be protected against 
its wrongful and fraudulent use in unfair competition by the 
defendant. and not the vested exclusive property right attached 
to a trade-mark proper., For a trade-mark proper is created by 
the adoption of an arbitrary sign, name or symbol and its original 
application to certain vendible articles, and both such adoption 
and application must be the acts of the appropriating owner; 
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and no third person, whether a defendant or not, can by any 
wrongful or fraudulent conduct on his part convert another per- 
son into a trade-mark owner who in the absence of such conduct 
would not be such owner. Under certain circumstances the dis- 
tinction between infringement of a trade-mark proper and unfair 
competition in trade may become academic rather than of prac- 
tical importance. One may bear such relationship to a place, the 
name of which he has adopted as a trade designation or part 
of the good will of his business, that the use by another in con- 
nection with similar business of that name without the consent 
of the former or proper explanatory matter will per se be suffi- | 
cient evidence of fraudulent competition. In such case so far | 
as results are concerned the question of unfair competition on 

the one hand, or, on the other, trade-mark infringement is unim- 

portant. Thus, where one conducting an industry in a particular ) 
place bearing a purely geographical name is the exclusive owner 

of all the land within the territorial limits to which the name 

applies and is the only person engaged within such limits in such 


or similar business and has adopted and applied such geographical 
name to articles sold by him in the business there carried on, 
and others conducting a similar business elsewhere apply to their 
articles the same name, often fraudulent intent fairly may and 
will be inferred and injunctive relief granted accordingly. 
Nothing that has been said is intended to conflict with the idea 
that a geographical name of a locality may be lost either by change 


or substitution of a different name, or by its disuse otherwise 


Te 


caused as a territorial designation, and that in such case the 
original name may have been wholly divested of its primary 
signification and become an arbitrary or fanciful name and as 
such may serve as a trade-mark proper. One can not truthfully 





adopt a name as the name of the place where his goods are 
manufactured, produced or sold, if at the time of manufacture, 
production or sale, no place bore such name. A careful exam- 
ination of the cases has satisfied me that, subject possibly to an 
exception where the relationship of the appropriator of the name 
to the place is, under the circumstances of a given case, such 
that fraud will be presumed ipso facto from the use of that name 
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by another, whatever may be the secondary meaning gained by a 
purely geographical name, there is no exclusive right of property 
in the name in its application to vendible articles, and that its use 
by others can be prevented, not on the ground of trade-mark in- 
fringement, but only on that of unfair’ competition in trade. 
In Pillsbury-lVashburn Flour Mills Co. v. Eagle, 86 Fed., 608, 
618, 30 C. C. A., 386, 396, 41 L. R. A., 162, the circuit court of 
appeals for the seventh circuit said: 


“The distinction, both in the English and American cases, is between 
those where a geographical name has been adopted and claimed as a 
trade-mark proper, and those where, as in the case at bar, it has been 
adopted first as merely indicating the place of manufacture, and after- 
wards, in course of time, has become a well-known sign and synonym 
for superior excellence In the latter class of cases, persons residing 
at other places will not be permitted to use the geographical name so 
adopted as a brand or label for similar goods for the mere purpose by 
fraud and false representation of appropriating the good will and busi- 
ness which long-continued industry and skill and a generous use of 
capital has rightfully built up.” 


There is a strong analogy between the use of a personal name 
common to two or more individuals engaged independently of 
each other in the same or substantially similar kinds of business, 
and the use, as applied to the sale of articles, by two or more 
individuals independently of each other of a geographical term 
which has acquired a secondary meaning pointing to production, 
manufacture or sale of the articles by one of such persons to 
the exclusion of the others. One can not be restrained, aside 
from statutory enactment, from fairly.using his own name in 
connection with the sale of articles because others bearing the 
same name have been the first to apply it to similar articles. A 
common surname can no more be appropriated as a trade-mark 
proper than a merely geographical term. Howe Scale Co. v. 
IW’ yvckoff, Seamans, etc., 198 U. S., 118, 25 Sup. Co., 609, 49 
L.. Ed., 972, turned on the question of the existence of an exclu- 
sive right to the use of the surname “Remington.” The court 
said: 


“It is well settled that a personal name can not be _ exclusively 
appropriated by any one as against others having a right to use it; and 
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as the name ‘Remington’ is an ordinary family surname, it was mani- 
festly incapable of exclusive appropriation as a valid trade-mark, and 
its registration as such could not in itself give it validity. * * * 
Remington and Sholes wer2 interested in the old company, and Rem- 


ington continued as general manager of the new company. Neither 
of them was paid for the use of his name, and neither of them had 
parted with the right to that use. Having the right to that use, courts 
will not interfere where the only confusion, if any, results from a 
similarity of the names and not from the manner of the use. The 
essence of the wrong in unfair competition consists in the sale of the 
goods of one manufacturer or vendor for those of another, and if 
defendant so conducts its business as not to palm off his goods as those 
of the complainant the action fails.” 

In Herring, etc., Safe Co. v. Hall’s Safe Co., 208 U. S., 554, 
28 Sup. Ct., 350, 52 L. Ed., 616, the court said: 


“The name of a person or a town may have become so associated with 
a particular product that the mere attaching of that name to a similar 
product without more would have all the effect of a falsehood. Walter 
Baker & Co. v. Slack, 130 Fed. 514 [65 C. C. A., 138]. An absolute pro- 
hibition against using the name would carry trade-marks too far. 
Therefore the rights of the two parties have been reconciled by allow- 
ing the use, provided that an explanation is attached. * * * Of 
course the explanation must accompany the use, so as to give the antidote 
with the bane.” 

Three instructive cases in this connection are Sazlehner v. 
Eisner & Mendelson Co., 179 U. S., 19, 21 Sup. Ct.. 7, 45 L. Ed. 
60; French Republic v. Saratoga Vichy Co., 191 U. S., 427, 24 
Sup. Ct., 145, 48 L. Ed., 247, and Saxlehner v. IWagner, 216 
U. S., 375, 30 Sup. Ct., 298, 54 L. Ed., 525. In the first named 
case it was held that, although one Saxlehner was the first to 
appropriate and use the name “Hunyadi” in the sale of Hun- 
garian bitter waters, and such name was at the time neither 
descriptive nor geographical, but purely arbitrary and fanciful 
as applied to medicinal waters, and a proper subject of a trade- 
mark, such name, having subsequently become generic and open 
to the public in Hungary, became public property here by virtue 
of our treaty with the Austro-Hungarian Empire in 1872, and 
not subject to exclusive appropriation; but that relief should 
be granted against the defendant on the ground of unfair com- 
petition in trade through the simulation of the bottle and label 
used by the complainant. French Republic v. Saratoga Vichy 
Co., 191 U. S., 427, 24 Sup. Ct., 145, 48 L. Ed., 247, was in 
IVolf Bros. & Co. v. Hamilton-Brown Shoe Co., 165 Fed., 413, 
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gi C. C. A., 665, correctly cited by the circuit court of appeals 


for the eighth circuit as authority for the proposition that ‘‘while 
it is true that a geographical name may not be exclusively ap- 
propriated as a trade-mark, yet a party, having adopted a geo- 
graphical name as a designation of its goods, may be protected 
as against unfair trade.” There the Supreme Court held that the 
word “Vichy,” as applied to water drawn from natural springs 
in the commune of that name and long known under that name, 
having become generic and indicative of the character of the 
water, the Saratoga Vichy Company was at liberty to use the 
same word in connection with the sale of water drawn from the 
springs at Saratoga, but not in such manner as to be calculated 
to deceive and mislead the purchasing public, and palm off its 
water as foreign Vichy water. The court said: 

“Geographical names often acquire a secondary signiiication indicative 
not only of the place of manufacture or production, but of the name 
of the manufacturer or producer and the excellence of the thing manu- 
factured or produced, which enables the owner to assert an exclusive 
right to such name as against every one not doing business within 
the same geographical limits; and even as against them, if the name 
be used fraudulently for the purpose of misleading buyers as to the 
actual origin of the thing produced, or of palming off the productions 
of one person as those of another.” 

With respect to the right of the complainants to the name 
before it had become merely “generic and indicative of the char- 
acter of the water,” the court said: 

“As the waters of Vichy had been known for centuries under that 
name there is reason for saying the plaintiffs had in 1872 acquired an 
exclusive right to the use of the word ‘Vichy’ as against everyone 
whose waters were not drawn from the springs of Vichy, or at least 
as observed by a French court ‘from the same hydrographical region 
which may be called generally the basin of Vichy.’ ” 

The court nowhere declared or referred to the geographical 
term “Vichy” as a proper or technical trade-mark, and in saying 
that the complainants had in 1872 acquired an exclusive right 
to the use of that word as against every one whose waters were 
not drawn from the springs of Vichy or its basin clearly recog- 
nized the non-exclusiveness of the right as against persons whose 
waters were drawn from such springs or basin and who made 
fair use of the name. In Saxrlehner v. Wagner, 216 VU. S., 375. 
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30 Sup. Ct., 298, 54 L. Ed., 525, it was held that the word 
“Hunyadi,” originally the name of a Hungarian hero of the 
fifteenth century, had become in effect only a geographical ex- 
pression, and that the owner of the Hunyadi Janos springs could 
not prevent a fair use of that name by others in selling artificial 
Hunyadi water. ‘The court said: 

“The plaintiff has no patent for the water, and the defendants have 
a right to reproduce it as nearly as they can. * * * If they do not 
convey, but, on the contrary, exclude the notion that they are selling 
the plaintiff's goods, it is a strong proposition that when the article 
has a well-known name they have not the right to explain by that 
name what they imitate. By doing so they are not trying to get 
the good will of the name, but the good will of the goods. * * * At 
the very least the family name has become the name for any natural 
water of a certain type coming from a more or less extensive district, 
if not from anywhere in Hungary. It does not belong to the plaintiff 
alone in this country, even if she is the only one now sending the water 
here. But if there is any well-founded doubt as to the right to use a 
personal trade-name with proper guards against deception to signify 
what one is imitating where one has the right to imitate, there can be 
none that one is at liberty to refer to a geographical expression to 
signify the source of one’s model. ‘Hunyadi’ at best is now only a 
geographical expression in effect.” 


It is unnecessary to cite further authorities in support of the 
proposition that while the use by third persons of a merely geo- 
graphical name which has acquired a secondary meaning point- 
ing to particular manufacture, production or ownership will 
sometimes be prevented by a court of equity, even without ex- 
press proof of fraudulent intent, the relief is based, not upon a 
right of property in the name, but upon an equitable right to 
exclude its use by others under such circumstances as would 
amount to wrongful and fraudulent competition in trade. 

The question whether the words “Birdsboro Trap Rock” were 
susceptible of appropriation as a valid trade-mark may be viewed 
in another aspect. It 1s true that those words, in connection with 
the business of quarrying, crushing and selling stone, were first 
used by Dyer. And it is owing to this fact that the complain- 
ant, his successor in business, claims that it has the exclusive 
right to use those words as a trade-mark or trade-name in con- 
nection with the selling of such crushed stone. When taken 
together the three words are a combination of a geographical 
term and a geological term, the former qualifying the latter 
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and together with the latter expressing the true descriptive name 
of the rock in question. For, as before stated, the quality of 
trap varies with the localities in which it is found, and when 
its location is ascertained its quality is determined. The words 
“Lirdsboro Trap Rock” are in no sense arbitrary or symbolical. 
heing truly descriptive I fail to perceive on what principle their 
adoption by Dyer could operate to exclude others having a right 
to quarry rock from the same dike from employing them. Dyer 
did not give the rock his own name. It took its name from 
the situation of the dike containing it. The name stands for 
the rock and not the quarryman or his employer. It is not a 
proper function of a trade-mark to create confusion and un- 
certainty or an unjust monopoly in the purchase and sale of 
vendible articles. If in the case of such a purely natural product 
as trap, not subjected in its preparation for the market to any 
peculiar, unusual or distinctive treatment, one person can sell 
it from a given dike as “Birdsboro Trap Rock” and other per- 
sons having equal right to sell the stone from the same dike are 
compelled to give it a different name, it is obvious that serious 
embarrassment and injustice may result. And it is wholly un- 
necessary that any one should be excluded from the use of the 
proper deser.ptive name, so long as he does not use it in such 
manner as to amount to unfair competition in trade. It is clearly 
to be gathered from the authorities as well as from principle 
that the facts that a truly descriptive name has first been applied 
by one to an article manufactured, produced or sold by him, 
whether the article be old or new with him or others, and 
that such term has acquired by association a secondary meaning 
pointing to origin or ownership, can not operate to preclude 
others having a right to manufacture, produce or sell articles 
of the same kind from fairly applying to them such true de- 
scriptive name. Hostetter v. Fries (C. C.), 17 Fed., 620; Le- 
clanche Battery Co. v. Western Electric Co. (C. C.), 23 Fed., 
276; Rumford Chemical Works v. Muth (C. C.), 35 Fed., 524. 
1 L. R. A., 44; Computing Scale Co. v. Standard Computing 
Scale Co., 118 Fed., 965, 55 C. C. A., 459; Lowe Bros. Co. v. 
Toledo Varnish Co., 168 Fed., 627, 94 C. C. A., 83; Seeger 
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Refrigerator Co. v. White Enamel R. Co. (C. C.), 178 Fed., 
507. In the:last mentioned case the court said: 


“As a general rule, a patentee has no right to give to his invention a 
name that may describe another device which does not infringe his own, 
and then claim that he has a right to enjoin a second inventor from 
using that name which is equally applicable to both.” 


In Hostetter v. Fries the court said: 








“When a new article is made a name must be given to it, and this 
name becomes by common acceptation the appropriate descriptive term by 
which it is known, and therefore becomes public property. If this 
were not so any person could acquire the exclusive right to a formula 
by giving a name to the compound produced, not only when the com- 
pound has not been patented, but when it might not be the subject of a 
patent. All who have the right to manufacture and sell the preparation 
have the right to designate and sell it by the name by which alone it 
is known, provided care is observed to sell the preparation as the 
manufacture of the seller and not the preparation made by another.” 























In Leclanche Battery Co. v. Western Electric Co. the court 


said: 





“When an article is made that was theretofore unknown, it must be 
christened with a name by which it can be recognized and dealt in; and 
the name thus given to it becomes public property, and all who deal in 
the article have the right to designate it by the name by which alone it is 
recognizable.” 


In Rumford Chemical lorks Muth the court said: 
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“While a court of equity should regard with disfavor, and seek to 
remedy invasions of proper trade-marks, and to rebuke all unfair dealing 
by which the good will earned by one trader is unlawfully pirated by 
another, care must be exercised that protection is not granted to the 
appropriation of descriptive names in such manner that a_ perpetual 
monopoly is created in the article described, in favor of those who 
have no exclusive right to manufacture it.” 


In Computing Scale Co. v. Standard Computing Scale Co., 
Judge, now Justice, Lurton delivering the opinion of the circuit 
court of appeals for the sixth circuit said: 

“If the complainant has a technical trade-mark in the word ‘Com- 


puting,’ its use by others will be restrained, for a wrongful intent in so 
using it will be presumed. But when the word is incapable of becoming 
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valid trade-mark, because descriptive or geographical, yet has by use 

me to stand for a particular maker or vendor, its use by another in 

this secondary sense will be restrained as unfair and fraudulent com- 

etition, and its use in its primary or common sense confined in such 

way as will prevent a probable deceit by enabling one maker or 

endor to sell his article as the product of another. * * * If the 

name fairly signifies some quality or function which the machine does 

or aids in doing, it can not be regarded as an arbitrary or fanciful 

une; and if the word so adopted is one of common use, with a well 

; understood primary meaning which is clearly descriptive of the article 

which it is applied, or of some quality which it has, its exclusive use 

yne would manifestly deprive all others from using the same word 
lescribing their own similar article or machine.” 


t is obvious that the rule established by the foregoing and 
similar cases against the right of exclusive appropriation of 
descriptive names of manufactured articles has equal and, in 
deed, stronger application to a natural product such as coal or 
trap rock, 

The name “Birdsboro Trap Rock” not having been susceptible 

appropriation as a trade-mark for .trap taken from the dike 
referred to, the question is presented whether Dyer by adopting 
the name “Birdsboro Trappe Rock” acquired a right to exclude 
the defendant from using the former words in connection with 

the sale of trap quarried from the same dike. The words 


‘trappe” and “trap” have the same sound, and, if in this country 


both had at the time of the adoption of the former and have 
} ce continued to have the same and a well-understood signifi- 
ition, it goes without saying that Dyer could not by mere appro- 
priation and application gain an exclusive right to the words 
urdsboro Trappe Rock” as applied to stone taken from such 

like. The word “trap” although derived from the Swedish word 

rappa, meaning a step or stair, has been known and used as 

ommon English name for igneous rock for more than one 

undred vears. And the words “trappoid,” “trappous,” “trap 

, se” and “trappean” are adjectives related to trap. But the 
rd “trappe” is not and never has been in this country a de 

scriptive name for trap rock. The designation ‘‘trappe rock” 

| is unknown to the English language, and if the term “trappe” 


known to that language it bears no relationship whatever to 
k. According to the twentieth century edition of the Stand- 


hietionary “trappe” is an obsolete Anglo-Saxon word signi- 
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fying, not rock, but artifice or stratagem. It could only be ap- 
plied in this country to rock as an arbitrary or fanciful word. 
If,-as such arbitrary or fanciful word, “trappe” was adopted 
and applied by Dyer to stone quarried by him, whatever may 
have been his ulterior purpose, it is clear that any exclusive 
right thereby gained by him and his successors must be limited 
to the designation containing such arbitrary or fancitul word, 
and such limitation could in no wise be affected by a subsequent 
registration of the designation under the act of February 20, 
1905 (33 Stat., 724. c. 592 [U. S. Comp. St. Supp., 1g09. p. 
1275]). No one can through the adoption and application of 
an arbitrary or fanciful word as a trade-mark for a certain 
article exclude others from using in connection with similar 
articles a geographical or descriptive name open to the public, 
on the ground that the latter name so closely resembles the for- 
mer as to be calculated to mislead the purchasing public as to 
the origin, manufacture or ownership of the articles sold, or 
for any other reason. Were it otherwise one could by indirec- 
tion practically acquire a monopoly in the use of such geograph- 
ical or descriptive name of which the law forbids an exclusive 
appropriation. In Potter Drug & Chemical Corp. v. Pasfield 
Soap Co. (C. C.), 102 Fed., 490, the court said: 





“A person can not fashion a word, not theretofore existing, and 
thereafter exclude the use of an existing word, in its meaning suitably 
adapted to the nature of the article to be sold, where, as in the present 


case, the meaning of such word is quite distinct from the meaning 
suggested by the artificial word.” 











In American Tobacco Co. v. Polacsek (C. C.). 170 Fed., 
117, it was held that the trade-name “Virgin Leaf” attached to 
the complainant's tobacco was not synonymous with “Virginia 
Leaf,” nor was it descriptive of the tobacco used, but was “an 
arbitrary fanciful name intended to denote the purity of the 
tobacco,” and was therefore a valid trade-mark; and that the 
defendant, having used the name “Virgin Leaf” in connection 
with the sale of cigarettes, claiming his use of these words to 
be merely by way of substitution for “Virginia Leaf.” and de- 
scriptive of the tobaccq of which the cigarettes were made, 


infringed the trade-mark of the complainant; and he was con- 











ete 









































UNITED STATES CIRCUIT COUR! 87 
fined by the court to the use of the word “Virginia” instead oft 
“Virgin.” The court thus not only compelled the defendant 
to desist from the use of the arbitrary or fanciful name, but 
recognized its right to do what the defendant in the case now 
under consideration has done, namely, to use the appropriate 
geographical and descriptive term. 

The complainant contends that the words “Birdsboro Trappe 
Rock” were validly registered as a trade-mark pursuant to the 
provisions of the registration act of February 20, 1905, and that, 
therefore, the defendant can and must be held liable as an in 
tringer. That such des gnation, containing as an essential ele 
ment the arbitrary or ijanciful word “trappe,” could be registered 
inder the act, is quite likely. But the words “Birdsboro Trap 
Rock” have never been registered as a trade-mark, if, indeed, 


1 
| 
i 


they could. The complainant contented itself with the regis 
tration of the words “Lirdsboro Trappe Rock.” The defendant, 
while it has employed the words “Birdsboro Trap Rock,” has not 


any occasion used the words “Birdsboro Trappe Rock.” If 


ver had duly adopted and applied without registration the 
last-mentioned words as a trade-mark for the sale of crushed 


trap from the Birdsboro dike, the complainant as his successor 
in business would have had no right, as has been shown, to 


revent the defendant from using the former words as a geo 


~ ee 


‘ graphical and descriptive designation. The complainant, not 
F having such right in the absence of registration could not gain 
it from registration. While registration is made “prima facie 
evidence of Ownership” and confers certain other benefits upon 

the owner of the registered trade-mark, it does not make a 
trade-mark either more or less exclusive than it would have been 

vithout registration. The extent of its exclusiveness is not 

A in the least affected by registration. The same sound policy 
for the prevention of objectionable monopolies which will not 

permit one by the use of an unregistered trade-mark consisting 

an arbitrary or fanciful word or term, to exclude others from 


ising a descriptive or geographical name open to the public in 
nnection with the sale of articles similar to those to which 


arbitrary or fanciful word or term has been applied, oper- 
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ates in all respects with equal force and effect, notwithstanding 
the fact that such arbitrary or fanciful word or term has been 
registered. Section 5 of the act of February 20, 1905, when 
read in connection with other provisions, evidently contemplated 
that some marks used in commerce with foreign nations or 
among the several states or with the Indian tribes, other than 
proper or technical trade-marks might be registered, and that 
such marks, when registered, should have the same exclusive 
nature as proper or technical, trade-marks, provided such marks 
had been “in actual and exclusive use as a trade-mark of the 
applicant or his predecessors from whom he derived title for 
ten years next preceding the passage of this act.” It is urged 
on the part of the complainant that geographical and descriptive 
names may be registered after “the conditions of the ten-year 
proviso of section 5 are fulfilled,” and reference is made to 
certain cases in support of the point. It is not necessary to 
discuss the soundness or unsoundness of the views expressed in 
those cases, as such discussion would be wholly immaterial to 
the determination of the case now under consideration for the 
reason that the words “Birdsboro Trap Rock” were not registered. 
In view of the foregoing considerations the bill in so far as it 
charges trade-mark infringement can not be sustained. 

On the question of unfair competition in trade but little need 
be said. The bill alleges such competition but the evidence 
wholly fails to substantiate the charge. Both complainant and 
defendant had their independent quarries on the Birdsboro trap- 
dike. Each had equal right with the other to quarry trap from 
it, and to sell the same under a properly descriptive designation. 
While the plant of the complainant is within a mile, and that 
of the defendant upwards of two miles, from Birdsboro, they 
are both situated on the same dike, and each of the parties can 
with equal truth employ the words “Birdsboro Trap Rock” in 
connection with the sale of stone as an appropriate geographical 
and descriptive name. For, as has already appeared, the name 
of the town was, according to general usage, originally adopted 
by Dyer in that connection, not as an arbitrary or symbolical 
designation, but because the ridge or dike extended or was sup- 
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posed to extend “right from Birdsboro to the quarries.” The 
name was, therefore, one which both the defendant and the 
complainant “may employ with equal truth and equal right for 
the same purpose.” It is just as unreasonable to assert an 
exclusive right to use the words “Birdsboro Trap Rock” as it 
would be for one to claim a monopoly in the use of the words 
“Brandywine Blue Rock” or “Hockessin Kaolin” in connection 
with the sale of rock along the Brandywine river or clay in the 
valley of Hockessin. Further, the defendant used on its letter 
and bill heads and sample boxes such words in designating the 
stone quarried by it as clearly to inform customers that they were 
deal-ng with the defendant, and not with the complainant. And 
it has not been shown that the defendant on any occasion sold 
or attempted to sell its crushed stone as that of the complainant, 
or had any intention so to do, or made any false representation 
or practiced any deception on the subject, or that any one pur- 
chased the defendant's stone as that of the complainant, or was 
misled into a belief that stone furnished or offered for sale 
by the former was that of the latter. There is an utter absence 
of any evidence of fraudulent or wrongful intent on the part 
of the defendant; while there is positive evidence of its good 
faith in guarding against any misconception on the part of 
customers as to ownership of the crushed stone sold by it. The 
case does not disclose the elements essential to constitute unfair 
competition in trade, and, the charge in that behalf. failing equally 
with that of trade-mark infringement, the bill must be dismissed 
with costs. 
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DESCRIPTIVE TERMS—‘CREAM” FoR BAKING PowpER Not DESCRIPTIVE. 
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The word “Cream,” as applied to baking-powder, constitutes a 
valid technical trade-mark. 


Wr. A.C. Paul and Mr. Il’. G. Henderson, for the appellant. 

Wr. Archibald Cox, tor the appellee. 

VAN Orsvet, J.—-This is an opposition by the appellant com- 
pany to the registration of the word “Cream” as a trade-mark 


tor baking-powder by the appellee company. It was held to be 


Aakers 


entitled to registration by both the tribunals of the Patent Office. 
From the decision of the Commissioner dismissing the opposition 
this appeal was taken. 

It appears that appellee has used the mark since 1866 in 


nnection w:th “Dr. Price’s” or “Price’s Baking Powder.” It 











is conceded that appellee was the prior user. Hence the sole 
juestion here presented is whether or not the word “Cream”’ is 
registrable as a technical trade-mark for baking-powder. This 
question has been before the courts and in each instance it has 
been held to be a valid technical trade-mark. (Price Baking 
Powder Co. v. Fyfe. 45 Fed.. 799; Albers Bros. Milling Co. v. 
leme Mills Co., 171 Fed., 989. See also Paul on Trade-Marks, 
sec. 64). 

With the conclusions reached in these cases and in the opinion 
of the Commisisoner of Patents, we find no reason to disagree. 


The decision of the Comm ssioner ts aftirmed, and the clerk is 








lirected to certify these proceedings as by law required. 


\Ir. Chief Justice SHEPARD dissents. 
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& ANGLO-SWIss CONDENSED MILK COMPANY 


i’. WALTER 
BAKER & COMPANY, LIMITED 


(167 O. G., 765.) 


/ 


April 7, Tort. 
SIMILARITY OF MARKS. 

\ mark consisting of the words “Milkmaid Brand” and the repre 
sentation of a milkmaid in Swiss costume supporting one pail on her 
head and carrying another in her hand is not so similar to a mark 
showing the representation of a waitress, in Quaker or Puritan 
‘ostume, carrying a tray bearing cups, as to deceive purchasers and 
cause confusion in the trade 


Wr. Janes Hamilton, for the appellant. 


\Lessrs. Putnam & Putnam, for the appellee. 
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Rone, J.—This is an appeal from a decision of the Commis- 
sioner of Patents sustaining appellee’s opposition to the regis- 
tration by appellant of a trade-mark for “cocoa with milk and 
chocolate with milk,” the mark consisting of the words *‘ Milk- 
mail Brand” and the representation of a milkmaid in Swiss 
costume supporting a pail on her head and carrying another 
pail in her hand. We reproduce the mark below. (1) 


\ppellee’s mark, registered July 4th, 1905, and applied to 
“cocoa, chocolate, broma, and cocoa preparations,” consists, ac- 
cording to the statement in appellee’s application for registra- 
tion, 


of a picture of a girl or a woman taken from the picture known as 
“Lia Belle Chocolatiere,” 


specifically, the representation of a witness in Quaker or Purt- 
tan costume a tray supporting cups, as shown below. (*) 

\ppellant has long been an extensive manufacturer of and 
dealer in milk preparations. In 1876 it registered in England 
as a trade-mark for cocoa and milk and also for chocolate and 
milk, the mark which it here seeks to have registered, and in 
1880 it obtained in Switzerland the registration of the same 
mark for coffee and milk, chocolate and milk, and cocoa and 
milk. In the application before us applicant makes oath that it 
has used its mark since 1870. 
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Appellee is not the originator of its mark. The identical mark 
was registered by J. G. Worth, May 28th, 1872, as a trade-mark 
for teas, coffees and spices. A mark very similar to appellee's 
was registered May Ist, 1877, to Davis, Sacker & Perkins, as 
a trade-mark for coffee. The figure of a woman in various cos- 
tumes has many times been reg-stered as a trade-mark for 
similar goods. 

Both sides took testimony. It is unnecessary to review ap- 
pellant’s evidence and we shall only briefly allude to that of 
appellee. No actual confusion has been shown. ‘The nearest 
approach to it in the testimony adduced by appellee is that in 
some instances purchasers would ask for its goods as chocolate 
with the picture of a girl on it, or chocolate with a girl on it; 
but as pointed out in the opinion of the examiner of interfer 
ences, whose decision was in favor of appellant, 
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the use of this expression by these purchasers does not negative or 
exclude the possibility that they had in their mind a definite conception 
or mental impression of the distinctive and fanciful features of opposer's 
mark, such as would have enabled them to easily recognize the mark 
ot applicant as substantially different therefrom, nor that this expression 
was not used by some, for instance by children and foreigners, merely 
because of a lack of command of the English language, or by others 
not so handicapped merely to avoid the trouble and loss of time involved 
specifying in detail the fanciful and distinctive features of this mark 
That some of the witnesses who used this expression had a very 
lear and definite conception of these fanciful and arbitrary features 
ippears from their testimony Thus, for instance, the witness Laidy, 
. housewife who states (Q 09, X-Q 15) that she sends her child to the 
store “to buy a package with the full length woman on it that has 
Quaker costume,” is able to give from memory a very accurate descrip 


of the distinctive features of opposer’s mark 

\iter all, in a case of this kind, an ocular inspection of the 
marks constitutes the most satisfactory evidence. (Leschen & 
Sons Rope Co. v. Broderick & Bascom Rope Co., present term; 
Layton Pure Food Co. v. Church & Dwight Co., 182 Fed., 24.) 

\s above noted, appellee copied rather than originated its 
mark. Indeed, if its contentions in Valter Baker Co. v. Harri- 
son (32 App. D. C., 272) and in the present case, should be ac- 
cepted to their full extent, it would be a question whether it 
ever had any right at all to the mark. Certain it is that not being 


the or ginator of the mark it has no right to exclude everyone els« 
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from using the representation of a woman as a trade-mark upon 
similar goods (Liggett & Myers Tobacco Co. v. Finger, 128 
U. S., 182), conceding for the purposes of this case only that 
it might have had that right had it been an originator instead 
of a copier. Assuming, therefore, that each of the parties to 
this proceeding has the right to the representation of a woman 
as a trade-mark, the only question before us, our jurisdiction 
being purely statutory, is whether the marks in issue are so 
nearly alike as to deceive purchasers and therefore cause con- 
fusion in trade. 

“Milkmaid Brand” is a constituent part of appellee's mark and 
we must so consider it here. (JJorgan Envelope Company v. 
Walton, 82 Fed., 469; Filley v. Fassett, 44 Mo., 173; in re Hop- 
kins, 29 App. D. C., 118; Planten v. Canton Co., 33 App. D. C., 
268.) It logically follows, therefore, that the word “Milkmaid’’ 
in “Milkmaid Brand” is the alternative of the figure of the 
milkmaid beneath; in other words, “Milkmaid” and the pictorial 
representation mean the same to the public. The right to employ 
one necessarily includes the right to employ both. That no one 
would fail to recognize the mark in its entirety as the represen- 
tation of a milkmaid and hence associate the goods to which 
it applies as the “Milkmaid Brand 


we think too apparent to 
require further discussion. 

Mr. Justice Van Orsdel, delivering the opinion of the court 
in Walter Baker Co. v. Harrison (32 App. D. C., 272, supra), 
in commenting upon the similarity between appellee’s mark and 
the other mark there involved, said: 


The style of dress shown in each mark is the same, being the style 
at once recognized as that of a Quaker lady. 


The description is apt and to our minds controlling on the 
question of similarity in the present case. We are unable to find 
that any one of average discernment would be likely to take 
one mark for the other—to confuse the “Quaker lady” with the 


“Swiss milkmaid.” It must be borne in mind that appellant 
adopted its mark in good faith and without any intention of 


simulating the mark of appellee. The suggestions, therefore, 
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in <lmerican Stove Co. v. Detroit Stove Works (31 App. D. C., 
304) and in I illiam A. Rogers, Ltd. v. International Silver Co. 
(34 App. D. C., 484) do not here apply. 

Appellee urges the applicability of the decision in /I’alter 
Baker Co. v. Puritan Food Co. (139 Fed., 680) to this case. 
It is necessary only to say that there was much greater similarity 
between the marks in that case than between the marks in this. 
There the mark of the Puritan Food Company was the full length 
figure of a woman dressed in Puritan costume. 

The decision of the Commissioner is reversed and the clerk 
will certify this opinion as by law required. 


VAN OrspeEL, J. (dissenting)—I am unable to agree with the 
views expressed in the opinion of the majority of the court. 
The question presented is, whether or not the marks are of 
such similarity as to be likely to create confusion in trade. A 
large number of witnesses, consisting of appellee’s advertising 
inanager, several demonstrators of the goods sold by it, a num- 
ber of grocers who handled the goods, and a number of con- 
sumers, were introduced by appellee company. The witnesses 
were examined as to likelihood of these two marks creating con- 
fusion in trade. The evidence considered as a whole is to the 
effect that the goods of the appellee company are called for in 
the trade as the “chocolate with the woman on it,” the “chocolate 
with the girl on it,” “chocolate with a = girl,” “chocolate 
with a woman,” and similar expressions. This testimony, com- 
ing from a large number of witnesses, some of whom, at least, 
must be regarded as disinterested, stands unimpeached. While 
the marks differ somewhat, they both represent the full-length 
hgure of a woman; and, while the style of dress is somewhat 
different, | am of opinion, in the ight of the evidence, that 
appellant's mark comes within the inhibition of the statute. 
(33 Stat. L.. 725. chap. 592; U. S. Comp. Stat. Supp., 1907, 
1010.) Neither is the probability of confusion reduced by the 
appellant's use of the words “Milkmaid Brand,” since the goods 
upon which both marks are used are not only goods of the same 
descriptive qualities, but are identically the same quality of 


gv Tt ids. 
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In Walter Baker & Co. v. Puritan Pure Food Co. (139 Fed.. 
680) the court, considering the similarity between appellee's 
mark in the present case and a full-length figure of a woman 
dressed in Puritan costume standing beside a rock, said: 


Complainant contends that the picture displayed by the defendant upon 
its standard cans and packages, in connection with its commodity, though 
of different color and differentiating accessories, is nevertheless a 
counterfeit of its previously-adopted trade-mark. Evidence has _ been 
introduced to show that complainant has constantly used its trade-mark 
or emblem since about 1875, and at enormous expense has thus advertised 
its product in the leading newspapers and periodicals published throughout 
the United States and Canada. As a natural result thereof, complainant's 
appropriation not only attracted the attention of the public generally, but 
was the means of identification of its chocolates and cocoa by the con- 
sumer. That such chocolate and cocoa is frequently purchased and 
designated by the buyer as “the cocoa with the picture of the woman or 
girl,’ or “the chocolate with the picture of the lady,” is abundantly 
established by the evidence. For the foregoing reasons, despite 
the differences in colors and direction in which the figures face, I have 
reached the conclusion that defendant's trade-mark adopted and used 
by it is in similitude with that of complainant; that confusion is likely 
to arise, and the goods of defendant be purchased in the belief that they 
are those of complainant 


] 
a 


The expressions by which the appellee's mark is shown by the: 
test:mony to be known to the trade—‘the cocoa with the picture 
of the lady on it,” or “the chocoiate with the picture of the lad) 
on it’—would apply equally to appellant’s mark. It is estimated 
by the tribunals of the Patent Office that the evidence in the 
record discloses that twenty per cent of the persons calling for 
appellee’s goods call for them by one or the other of the above 
titles, and a careful review of the evidence convinces me that 
this estimate is substantially correct. The rule stated by the 
court in the case of Wayne County Preserving Co. v. Burt Olney 
Canning Co. (32 App. D. C., 279) would seem to apply with equal 
force to the present case. In that case the court said: 


Just what degree of resemblance is necessary to bring abouf confusion 
in trade is incapable of exact definition. About all that can be said is 
that no person engaged in trade can adopt a trade-mark so resembling 
that of another trader when applied to the same class of goods as will 
mislead a purchaser in buying with ordinary caution. The rule announced 
by the Supreme Court in McLean vy. Fleming (96 U. S., 245) is as follows: 
“Two trade-marks are substantially the same in legal contemplation, if 
the resemblance is such as to deceive an ordinary purchaser giving such 
attention to the same as such a purchaser usually gives, and to cause him 
to purchase the one supposing it to be the other.” 
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See also Gorham Co. v. White (14 Wall., 511). 


The opinion of the majority of the court ignores largely the 
evidence upon which in my judgment the case turns, and rests 


wonton 


the decision in appellant’s favor upon a theory of equity which 
has no bearing upon this case. The sole question for considera- 
tion is whether the mark sought to be registered by appellant is 
such as to cause confusion in trade with appellee’s mark. The 
equities surrounding appellant’s use of the mark are not to be 
here considered. It is not material that appellant used this mark 


ll 


extensively in foreign countries. Appellee has the prior right 
here, and, if appellant’s mark is such as to create confusion in 
trade, the opposition should be sustained. 


THE COMMISSIONER OF Ps. TENTS 
Ex parte, THe LUFKIN RULE Co. 


(162 O. G., 784.) 






January 7, TOT. 














DescripTivE TERM—“INSTANTANEOUS” FOR MEASURING TAPEs. 

The word “Instantaneous” as a trade-mark for measuring-tapes 

is properly refused registration, since it is descriptive of the character 
or quality of the goods to which it is applied. 


Mr. Jesse B. Fay, for the applicant. 


TENNANT, Assistant Commissioner—This is an appeal from 
the decision of the examiner of trade-marks refusing to reg- 
ister the word “Instantaneous” for a trade-mark for measuring- 
tapes upon the ground that the word “instantaneous” indicates 
a characteristic or quality of the goods claimed. 

The examiner holds that the word “Instantaneous” as applied 
to measuring-tapes conveys the idea that the measuring 
units on the tape may be read without any loss of time 
or instantly, and in this connection he cites several patents 
for improvements in tape-measures for the express purpose of 
enabling accurate and rapid reading. 

It is contended in behalf of the appellant that the word “In- 
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stantaneous” as applied to measuring-tapes can at most be only 
considered as suggestive, it being asserted that it must neces- 
sarily take an appreciable time to read the measurement indicated 
upon the tape, and certain decisions are cited in support of this 
contention, including the cases Pennsylvania Salt Mfg. Co. v. 
l/yers (79 Fed. Rep., 87), in which an injunction was granted 
restraining an infringer from using the word “Saponifier” ; 
Hiram Holt v. Wadsworth, et al. (41 Fed. Rep., 34), in which 
the words “Lightning Hay-Knives” were held to be a valid trade- 
mark; The Globe IVernicke Co. v. Brown (121 Fed. Rep., 185), 
in which the word “Elastic” as applied to sectional bookcases 
was held valid. 


| have carefully considered these decisions in connection with 
appellants argument, but am of the opinion that the rulings 
contained therein are not controlling in the present case. The 
validity of the word “Instantaneous” as applied to tapioca was 
considered in the case of Bennett, et al. v. McKinley, et al. (65 
Fed. Rep.. 505) by the court of appeals for the second circuit. 


In that case the court said: 


\pplying the rule to the facts of the present case, we think the word 
“Instantaneous,” as applied to the kind of tapioca dealt in by the parties, 
is descriptive, and consequently not a valid trade-mark. It not only 
is aptly and truthfully descriptive of one of the properties of the article 
to which it is sought to be applied, but is especially appropriate to point 
out concisely and accurately the peculiar characteristic which distin- 


guishes the particular tapioca from other varieties. 

The same reasoning is clearly applicable to the present case. 
The word “Instantaneous” as applied to a tape, when considered 
in connection with patents cited by the examiner which indicate 
the desirability of a measure which may be accurately and rap- 
idly read, is, in my opinion, ¢learly descriptive if used upon such 
merchandise. If the word “Instantaneous” should be applied 
to tape-measures which do not possess these qualities, it would 
manifestly be deceptively used and would therefore be prohibited 


registration. 


| find no error in the decision of the examiner of trade-marks, 


and it is accordingly affirmed. 
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Wan. A. Coomss Mitiuinc Company v. BARBER MILLING 
CoMPANY 


(163°0: G., 727.) 


January 8, 1911. 


OpposiTiON AND INTERFERENCE—SUSPENSION OF INTERFERENCE 

When, after the filing of a notice of opposition by the owner of 
a registered trade-mark, an interference is declared between the 
registration of the opposer and the application, the interference 
should not be suspended pending the final determination of the opposi- 
tion except by consent of the parties. 


Mr. F. F. Reed, Mr. E. S. Rogers and Mr. Francis M. Phelps, 
for Wm. A. Coombs Milling Company. 

Mr. Wm. Furst and Messrs. Herrick & Herrick, for Barber 
Milling Company. 


TENNANT, Assistant Commissioner—This is an appeal by the 
Wm. A. Coombs Milling Company from the decision of the 
examiner of interferences denying its motion for a suspension 
of this interference pending the final determination of an op- 
position proceeding instituted by the Barber Milling Company 
against the registration of the mark of Wm. A. Coombs Milling 
Company involved in this interference. 

The Barber Milling Company is a registrant. The trade- 
mark of the Wm. A. Coombs Milling Company was published 
in the Official Gazette of April 21, 1908. Within the period 
allowed by law the Barber Milling Company filed its opposition 
to the registration of this mark. Thereafter this interference 
was declared between the registration of the Barber Milling 
Company and the application of Wm. A. Coombs Mill-ng Com 
pany. 

It is urged in behalf of the applicant that the opposition is a 
broader proceeding in which certain questions may be raised 
which would not be pertinent to the interference and that all the 
questions whch might be raised in this interference may be <e- 
cided in the opposition. It is therefore contended that the in- 


terference proceed:ng should be suspended pending the deter- 
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mination of the opposition. The force of this argument is not 


apparent. Section 7 of the Trade-Mark Act of 1905 provides 


that in every case of interference or oppos‘tion to registration the 


commissioner shall 


direct the Examiner in charge of interferences to determine the question 
of the right of registration to such trade-marks, and of the sufficiency of 
objections to registration, in such manner and upon such notice to those 
interested as the Commissioner may by rules prescribe. 


In the decision upon rehearing in in re Herbst (141 O. G., 
286. 287 ; 32 App. : &. 209, 505) the court said: 


\s pointed out in the opinion, section 7 of the Trade-Mark Act in 
terms clothes the Commissioner with power “to refuse to register both 
of two interfering marks” or to “register the mark, as a trade-mark, 
for the person first to adopt and use the mark, if otherwise entitled to 
register the same.” 

It will thus be seen that in a trade-mark interference proceeding the 
issue, which the Commissioner is called upon to determine, is not 
merely one of priority as in a patent-interference proceeding, but in- 
volves any question that might be raised in an ex parte case. 


It would therefore appear that all questions which might be 
raised in the opposition proceeding could be determined in the 
interference. In the case of Bluthenthal & Bickart v. Bigbie 


) 


Bros. & Co. (143 O. G., 1346; 33 App. D. C., 209) the same 
court said: 


The parties to the opposition being the same as in the interference 
proceeding, and the subject-matter being the same, the judgment in the 
former is conclusive as to every question that was or might have been 
presented and determined therein. 

The first ground of the opposition was substantially presented and 
determined in the interference proceeding. (Bluthenthal & Bickart v. 
Bigbie, C. D., 1907, 665; 130 O. G., 2068; 30 App. D. C., 118.) The 
second ground as to fraudulent use of the trade-mark by Bigbie Bros. & 
Co. could have been determined in the interference proceeding also, 
though it was not actually presented. (Schuster Co. v. Muller, C. D., 1907, 
455; 126 O. G., 2192; 28 App. D. C., 400, 414; Levy v. Uri, C. D., 1908, 
461; 135 O. G, 1363; 31 App. D. C., 441, 443.) 


\side, however, from this consideration, section 7 of the 
Trade-Mark Act provides that whenever an application is made 
for the registration of a trade-mark which is substantially iden- 
tical with a trade-mark appropriated to goods of the same de- 


scriptive properties for which a certificate of registration has 
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been issued to another the Commissioner shall declare that an 
interference exists as to such trade-mark and shall direct the 
examiner of interferences to determine the right of registration 
of such mark. 

It is therefore the duty of the office under circumstances 
such as obtain in the present case to institute an interference 
proceeding. Such an interference should not be suspended or 
terminated without the consent of the parties in favor of an 
opposition proceeding, which is one dependent upon the act of 
an opposer who believes he will be damaged. 


Furthermore, the office has in its possession a registration 


which under the law shows that the Barber Milling Company 
is prima facie the owner of its trade-mark involved herein. Un- 
der such circumstances, manifestly, the burden of proof should 
be placed upon a later applicant for registration. 

The decision of the examiner of interferences refusing to sus- 
pend the interference is affirmed. 





